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Express Mail No. EV809055555US 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
PATENT APPLICATION 



Applicants: 


Max Aebi et al. 


Confirmation No.: 


7507 


Application No.: 


10/538.950 






Int'l Appln. No.: 


PCT/CH02/00707 


I.A. Filing Date: 


December 17, 2002 


For: 


INTERVERTEBRAL IMPLANT 


Attorney Docket: 


8932-1182-999 (new) 
(fonnerly LUS-16100) 



New York, New York 10017 
January 25, 2007 



Mail Stop PCT 

Hon. Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Attention: Office of PCT Legal Administration %//,f%/o 
REPLY TO DECISION ON PETITION UNDER 37 C-F.R. § 1.47(a) 

Sir: 

Applicants hereby reply to the Decision On Petition mailed November 29, 2006 
in coimection with this case. 

To briefly recap, the USPTO erroneously mailed Notices Of Acceptance on 
March 16 and 22, 2006. 

On September 19, 2006, applicants filed an Inquiry Regarding Notice Of 
Acceptance, a partially-executed Declaration And Power Of Attorney, a Petition For Filing By 
Other Than All Inventors Under 37 C.F.R. § 1.47(a), and related papers. 
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On November 29, 2006, the USPTO mailed a Decision On Petition dismissing 
applicants' Petition and vacating the Notices Of Acceptance (copy of Decision enclosed). 

Applicants have since recently received a January 4, 2007 letter and an executed 
Declaration And Power Of Attomey from previously-uncooperative joint-inventor Max Aebi. 
Copies of the letter and executed Declaration are also enclosed (note that the Declaration was 
actually executed on January 3, 2007, not 2006). 



Declaration and application papers previously sent by Ms. McPherson as indicated in her 
September 14, 2006 Statement Of Facts. 



Aebi, applicants do not renew their Petition For Filing By Other Than All Inventors and, 
instead, request issuance of a new Notice Of Acceptance Of Application. 



mail date of the Decision On Petition, no fee is believed due. However, if for any reason a fee 
is due in connection with this Reply, please charge that fee to Deposit Account No. 50-3013. A 
duplicate copy of this Reply is enclosed. 



As evidenced by the letter, Mr. Aebi did receive (and refused to execute) the 



However, in view of applicants' receipt of the executed Declaration by Mr. 



Because this Reply is being filed within two months of the November 29, 2006 



Respectfully submitted. 




GarryJ.Tumd 
Registration No. 40,210 
Attomey for Applicants 



JONES DAY 
Customer No. 51832 
222 East 41st Street 
New York, New York 10017 
(212) 326-3939 
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JONES DAY 

222 EAST 4 1ST STREET 

NEW YORK NY 10017-6702 

In re Application of 

AEBI, Max et al. 

Application No.: 10/538,950 

PCTNo.: PCT/CH02/00707 

Int. Filing Date: 17 December 2002 

Priority Date: None 

Attorney Docket No.: LUS- 16100 

For: INTERVERTEBRAL IMPLANT 



DECISION ON 
PETITION 
UNDER 37 CFR 1.47(a) 



— I 
I 



DEC 5 2006 



This is a decision on applicants' petition under 37 CFR 1.47(a) filed 19 September 2006 in the 
United States Patent and Trademark Office (USPTO). ^UcMi^idif^^^^^ 

BACKGROUND ^^^'^^''^fi^^ 

On 17 December 2002, applicants filed international application PCT/CH2002/000707. A copy 
of the international application was communicated from the International Bureau to the USPTO on 01 
July 2004. The thirty-month period for paying the basic national fee in the United States expired at 
midnight on 17 June 2005. 

On 14 June 2005, applicants filed a submission for entry into the national stage in the United 
States which was accompanied by, inter alia, the U.S. Basic National Fee. 

On 16 March 2006 and 22 March 2006, the Office mailed Notices of Acceptance (Form 
PCT/DO/EO/903) indicating that the application had complied with 35 U.S.C 371(c)(1), (c)(2) and (c)(4) 
on 14 June 2005. 

On 14 September 2006, applicants filed this petition under 37 CFR 1 .47(a), accompanied by a 
declaration of inventors. 



DISCUSSION 

A petition under 37 CFR 1 .47(a) must be accompanied by: (1) the fee under 37 CFR 1 .17(h); (2) 
factual proof that the missing joint inventor refuses to execute the application or cannot be reached after 
diligent effort; (3) a statement of the last known address of the missing inventor; and (4) an oath or 
declaration by each 37 CFR 1.47(a) applicant on his or her own behalf and on behalf of the non-signing 
joint inventor. 



Items (1) has been satisfied. 



Item (2) has not been satisfied. Applicants allege that Mr. Aebi has refused to sign the 
declaration of inventorship, but have not established that the inventor was presented with a complete 
copy of the application papers including the specification, claims and drawings. Ordinarily, this is done 
by sending a complete copy of the papers to inventor's last known residence by return receipt mail. 
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Application No.: 10/538,950 -2- 

Copies of documentary evidence supporting a presentation with a complete copy of the application 
papers should be provided. MPEP 409.03(d). The email delivery receipt confirms delivery of the email, 
not receipt. A refiisal to sign in the absence of presentation with a complete copy of the application 
papers is not ordinarily sufficient. 

Mr. Tuma states that Mr. Aebi was refusing to sign any papers related to the above-identified 
patent application as of 10 August 2005. As earlier indicated, refusal to sign in the absence of 
presentation with a complete copy of the application papers is not normally sufficient. Additionally, it is 
not clear that the author of the 10 August 2005 letter to Mr. Spaw has firsthand knowledge of the alleged 
refusal. Further, transfer of ownership rights is not required for Mr. Aebi to sign the declaration of 
inventorship. 

Item (3) has not been satisfied. The last known address of a non-signing inventor is ordinarily 
the last known residence of the non-signing inventor. MPEP 409.03(e). The address provided for Mr. 
Aebi is a business address. 

Item (4) has not been satisfied. The declaration includes the non-translated foreign language text 
"bitte leer lasserf' handwritten on the declaration. Non-translated foreign language text is not acceptable. 
See 37 CFR 1.69. 

CONCLUSION 

For the above reasons, applicants' petition under 37 CFR 1 .47(a) is DISMISSED, without 
prejudice. 

The Notices of Acceptance (Form PCT/DO/EO/903) mailed 16 March 2006 and 22 March 2006 
are VACATED . 

If reconsideration on the merits of this petition is desired, a proper response must be filed within 
TWO (2) MONTHS from the mail date of this decision. Failure to timely file the proper response will 
result in abandonment of this application. Any reconsideration request should include a cover letter 
entitled "Renewed Petition Ujider 37 CFR 1 .47(a)". No additional petition fee is required. Extensions of 
time may be obtained under 37 CFR 1 .136(a). 

Please direct ftirther correspondence with respect to this matter to Mail Stop PCT, Commissioner 
for Patents, Office of PCT Legal Administration, P.O. Box 1450, Alexandria, Virginia 223 13-1450, with 
the contents of the letter marked to the attention of the Office of PCT Legal Administration. 



Erin P. Thomson 

Attorney Advisor 

PCT Legal Administration. 

Telephone: (571)272-3292 
Facsimile: (571)273-0459 
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Mr. Robert M. Rauker. Esq. 

Vice President. Chief Patent Counsel 

Synthes (USA) 

1302 Wrights Lane East 



Medzinischa Fakultat 



MEM Forschungszentrum 

tnstitut fUr Evaluative Forschung 
in Oithopaclischer Chirurgi« 



West Chester, Pennsylvania 19380 
U.aA. 



Bern, January 4th, 2007 Ae 



Re.: U.S. Patent Application No. 10/539,659 (filed June 14, 2005) 
Corresponding to PCT/CH02/00704 (filed December 17, 2002) 
Titled ..Intervertebral Implant With Joint Parts Mounted On Roller Bodies" 
(00070-05PUS1; 8932-1179-999; LU1981) 

U.S. Patent Application No. 10/539,660 (filed June 14, 2005) 
Corresponding to PCT/CH02/00705 (filed December 17, 2002) 
Titled ..Intervertebral Implant With Tiltable Joint Parts" 
(00093-05PUS1; 8932-1180-999; LU1982) 

U.S. Patent Application No. 10/538,542 (filed June 10, 2005) 

Corresponding to PCT/CH02/00706 (filed December 17, 2002) 

Titled .Jntervertebral Implant Comprising Joint Parts That Are Mounted To 

Form A Universal Joint" 

(00083-05PUS1; 8932-1181-999; LU1983) 

U.S. Patent Application No. 10/538,950 (filed June 14, 2005) 
Corresponding to PCT/CH02/00707 (filed December 17, 2002) 
Titled ..Intervertebral Implant" 
(00082-05PUS1; 8932-1182-999; LU1984) 



Dear Mr. Rauker. 

I apologize for the delay of signing the declaration and power of attorney, but due to 
my situation with niy Employer Universities I was waiting for advise from them what to 
do. 

Please find now enclosed the duly signed Power of Attorney as requested. Please 
note that I agree that Jones Day will continue to prosecute the four patent applications 
listed in your letter of December 19. 2006, on behalf of the assignees. 
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I am at your disposition for any further questions or information. 
Sincerely. 



cc: 

- Office of Technology Transfer, McGill University 

- Dr. H. Reutimann, Office of Technology Transfer, University of Bern. 
Law office for patent application 

- Jones Day. 222 East 41st Street, New York. NY 10017 / USA 
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M. Aebi 



